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CAUTION - CONFIDENTIAL 

THTi INFORMATION CONTAlNriD IN TMIS l AfSIMILIi: tS fUNFrDBNTlAl. AND MAY ALiJO CONTAIN PRIVfMiCUrJ ATTORNEY^CTLIENT INFORMATION OR WORK 
PRODUCT. THE INFORMATIOK IS INTENDED ONLY FOR THFi USI;. OF THPi INnfVini.'AI . OR rNTlTY TO WHOM IT IS ADDRESSED. IF YOU ARE NOT THE INTENDED 
RECIPIENT, OR THI2 &MPLOVI=.lif. OR AOHNT RnSPON.Sini.F. TO DHr.TVr.R IT TO TMF INTIiNDED RECIPIENT. YOU ARfi HEREBY NOTlflBD THAT ANY USE, 
DISSEMINATION* DISTRIBUTION OR COPVINO QF THI-^ COMMUNICATION IS -STRICTLY PR0H1BITI?J). IF VQV HAVn RF.CEIVRD THli FACSlMff.r, IN RRROr, PLKASK 
IMMEDIATELY NOTIFV* t.lS BV TF,1 .FPHONF. AND RFTl IRN" THF ORIGINAL MR:^<; A 01= TO US AT THf AflDRFS-S ARQVP. VTA TfTF.US. POSTAL .SP.RVT CP.. THANK YOl I. 

IF YOU DO EVOT RECEIVE ALL OF THE FAGES, PLEASE CALL 
FANI MALIKOUZAKIS AT 212 318-3220 AS SOON AS POSSIBLE. 
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ENCODING ESO-i PEPTIDES AND USES THEREOF 
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T.F.TTER - CALL FOR CLARIFICATION 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 1 3- 1 450 



Dear Sir: 



In the Office action of July 29, 2004, the Examiner states: 

" Claims 33-35 remain rejected under 35 USC 112, first 
paragraph, for, while b&in^. enabled for the full length atnino acid 
sequence encoded by SEP ID NO: L wherein said amino acid 
sequence is processed bv a cell to form a peptide, which complexes 
to an MHC molecule and is recognized by specific CTLs, but net 
enabled for an immunoreactive portiop of a protein encoded 
bv SEP IP NO: 1, wherein said immunereactive portion is 
prqcessed by a cell to form a peptide which complexes to an 
MHC molecpic and provides a T cell response, for_re_as_Qns 
already of record in paper of 4/23/04 /' 

Yet, in the first Office Action, page 16, the Examiner slates: 

" Claims 32-37. 40 are rejected under 35 U-S-C. 112. first 
paragraph, because the s-pecificalion, while being; enabling for an 
isolated protein consisting of an immunoreactive portion of a 
protein encoded bv the nucleotide sequence of SEP ID NO: V " 
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Claiin 32 spedfically recites what the Examiner said was enabled. How, theti, can 
dependent clain\s he rejected as non-enabled, espccidly since the language supporting 
enablement was iipplied to these claims. Further* how can these two passages be reconciled? 

So as to expedite cJaTification: 

( 1 ) a copy of tlie relevant pages fix>m the O ffice Action 
is attached, and 



(2) a copy of this communication has been sent to the 



SPE. 



Respectfully submitted. 



Norman D, Hanson 
Registration No.: 30.946 
FULBRIGHT & JAWORSKI LX.P. 
666 Fifth Avenue 
New York, New York 10103 
(212)318-3000 
(212) 318-3400 (Fax) 
Attorney for Applicant 
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Therefore, it necessarily fails to describe a representative number of such species. 
In addition, the specification also does not describe structural features common to the 
members of the genus, which features constitute a substantial portion of the genus. 

Thus, the specification does not provide an adequate written description of the 
hybridizing polynucleotide that is required to practice the claimed invention. Since the 
specification fails to adequately describe the hybridizing polynucleotides, it also fails to 
adequately describe the immunoreactive portions of the proteins encoded by said 
hybridizing polynucleotides. 



REJECTION UNDER 35 USC 112, FIRST PARAGRAPH, SCOPE 

1 . Claims 32-37, 40 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for an isolated protein consisting of an 
immunoreactive portion of a protein encoded by the nucleotide sequence of SEQ ID 
N0:1 Jbrthe amino acid sequence consisting of SEQ ID NO: 4, 5 or 6, does not 
reasonably provide enablement for an Isolated protein consisting of an 
immunoreactive portion of the protein encoded by an isolated nucleic acid 
molecule, the "complementary" sequence of which "hybridizes" to the nucleic 
acid sequence of SEQ ID NO:1 at 6S° C or 18 hours, followed by four one hour 
washes at 2x$$C, 0.1% SDS, and a final wash at 0.2xSSC, wherein said 
immunoreacth^e portion of the protein is an amino acid sequence of a tumor 
rejection antigen. The specification does not enable any person slciiled in the art to 
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DETAILED ACTION 



The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Accordingly, claims 32-37, 40-41 are examined in the instant application. 
The following are the remaining rejections. 

DOUBLE PATENTING 

The submission of the temninal disclaimers is acknowledged and entered. 

It is noted that US 6,525,177 and not US 6,524.177, is the patent involved with 
double patenting. The Examiner apologizes for any confusion and inconvenience 
incurred by the Inadvertent typographic error. 

REJECTION UNDER 35 USC 112, FIRST PARAGRAPH, SCOPE 

1 . Claims 33-35 remain rejected under 35 USC 112, first paragraph, for while being 
enabled for the full length amino acid sequence encoded by SEQ ID N0:1 , wherein said 
amino acid sequence is processed by a cell to form a peptide, which complexes to an 
MHC molecule and is recognized by specific CTLs, but not enabled for an 
immunoreactive portion of a protein encoded by SEQ ID N0:1, wherein said 
immunoreactive portion is processed by a cell to form a peptide which complexes 
to an MHO molecule and provides a T cell response, for reasons already of record in 
paper of 04/23/04, 
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